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App.C Related Proceedings Appendix 

(1) Real Party in Interest 

The real party in interest is the inventor JOHN SCHOMMER, 



(2) Related Appeals/Interferences 

No other appeals or interferences exist which relate to the present application or appeal. 



(3) Status of Claims 

Claims 25-38 are pending and twice rejected, claims 1-24 are canceled. 



(4) Status of Amendments 

No amendments are outstanding, 



(5) Concise Explanation of Subject Matter in Each Independent Claim, with Page and Figure Nos. 

As an initial matter, it is noted that according to the Patent Office, die concise explanations under this 
section are for Board convenience, and do not supersede what the claims actually state, 69 Fed. Reg. 155 
(August 2004), see page 49976. Accordingly, nothing in this Section should be construed as an estoppel that 
limits the actual claim language* 

Claim 25 recites a cleaning device that has an elongated handle (12, figure 2, page 8, line 2) and an 
elongated hollow jet manifold (26, figure 2, page 8, line 14) that defines a transverse dimension generally 
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perpendicular to the handle and that is engaged with a lower end portion of the handle. As plainly shown 
in Figure 2, no intervening structure is between the manifold and handle* Plural nozzles (36, figure 5, page 
9, first paragraph) are spaced along the jet manifold for spraying water directed into the jet manifold onto 
a surface. A flat forward wing (32, figure 2, i$y extends from the jet manifold above and fbrwardly of the 
nozzles such that water from the nozzles can spray beyond the forward wing during operation, and the 
forward wing is elongated in the transverse dimension. Also, a flat rear wing (34, id.) is elongated in the 
transverse dimension and has a front transverse edge that is engaged with the jet manifold. The rear wing 
extends rearwardly of the nozzles and terminates in a rear transverse edge. The forward wing is slanted with 
respect to the rear wing as shown in the figures, with the rear wing being substantially parallel to the ground 
when the device is being used to spray the ground. As shown in the figures, with this structure an air flow 
space is defined between the rear transverse edge and a surface beneath the device when the device is rollably 
engaged with the surface to clean the surface. Wheels (38, i&) are on the device to rollably engage the 
surface. According to the disclosure, the wings cooperate to establish a Venturi effect when water is sprayed 
onto the surface through the nozzles, and specifically air outside the jet manifold below the wings is entrained 
into water being sprayed from the nozzles onto the surface, thereby facilitating cleaning the surface with both 
the water and the air, page 10, lines 10-15. 

The references in the preceding paragraph are incorporated herein. The only other independent claim 
(32) sets forth a cleaning device with an elongated handle, an elongated hollow jet manifold generally 
perpendicular to the handle and fixedly engaged with a lower end portion of the handle, and plural nozzles 
on the jet manifold for spraying water directed into the jet manifold onto a surface. The device further 
includes a flat transversely elongated forward wing extending from the jet manifold fbrwardly of the nozzles 
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and a transversely elongated unitary rear wing extending from the jet manifold rearwardly of the nozzles and 
terminating in a rear transverse edge without further structure rearwardly of the rear transverse edge that is 
closer to the ground during operation than the rear wing. An air flow space is defined between the rear 
transverse edge and a surface beneath the device when the device is rollably engaged with the surface to clean 
the surface. At least one wheel engaged with the device to rollably engage the surface. The wings cooperate 
with each other such that air outside the jet manifold between the wings and a surface being cleaned and air 
from behind the rear wing is entrained into water being sprayed from the nozzles onto the surface, thereby 
facilitating cleaning the surface with both the water and the air. 



(6) Grounds of Rejection to be Reviewed on Appeal 

(a) Claims 25-29 and 32-36 have been rejected under 35 U.S.C. §102 as being 
anticipated by Reed et ah, USPN 5,548,866. 

(b) Claims 32-36 have been rejected under 35 U .S.C. §102 as being anticipated by Briar, 
USPN 4,200,236. 

(c) Claims 32-36 have been rejected under 35 U.S.C. §103 as being unpatentable over 

Briar. 

(d) Claims 37 and 38 have been rejected under 35 U.S.C, §103 as being unpatentable 
over Briar in view of Nelson, USPN 4,730,786. 

(e) Claims 30, 31, 37, and 38 have been rejected under 35 U.S.C. §103 as being 
unpatentable over Reed in view of Nelson. 
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(f) Claims 25-38 have been rejected under 35 U.S.C. §112, first paragraph for lacking 
written description. 

(7) Argument 

As an initial matter, it is noted that according to the Patent Office, a new ground of rejection in an 
examiner's answer should be "rare", and should be levied only in response to such things as newly presented 
arguments by Applicant or to address a claim that the examiner previously failed to address, 69 Fed. Reg. 
155 (August 2004), see, e.g., pages 49963 and 49980. Furthermore, a new ground of rejection must be 
approved by the Technology Center Director or designee and in any case must come accompanied with the 
initials of the conferees of the appeal conference, id., page 49979. 



Reed et ah is a Hoover carpet cleaner that is not remotely close to the claimed water broom. First, 
the examiner alleges that Reed et a]« contains what amounts to a list of parts, without also identifying where 
Reed et al. teaches that the parts cooperate as claimed, which in fact they do not. Consider that the relied- 
upon jet manifold 656 of Reed et al. is not engaged with a lower end portion of the relied-upon handle 30, 
as is otherwise required by Claim 25. Consider further that the relied-upon rear wings 644, 616 of Reed et 
al. do not have front transverse edges engaged with the relied-upon jet manifold. Moreover, the relied-upon 
rear wing 616 is not elongated in the transverse dimension as claimed. 

And» nowhere has the examiner shown where Reed et al. teaches anything about the wings 
cooperating to establish a Venturi effect as set forth in Claim 25. or that the wings cooperate with each other 



(a) 
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such that air outside the jet manifold between the wings and a surface being cleaned and air from behind the 
rear wing is entrained into water being sprayed from the nozzles onto the surface, thereby facilitating cleaning 
the surface with both the water and the air, as recited in Claim 32. This is no mere recitation of an intended 
function, but rather a recitation that patentably delimits a new and nonobvious cooperation of structure. Note 
that for an inherency argument to succeed, it must be shown that the reference necessarily functions as 
claimed, MPEP §2112, which Reed et al. emphatically does not appear to do. Elements 646, 644, and 616 
in Reed et al. have been used as teachings of the wings, but it does not appear that these elements cooperate 
to produce a Venturi effect, nor does the allegation in a previous Office Action about the Venturi effect being 
inherent in Reed et al, mention the reiied-upon "wing" elements of Reed et al. Similarly, it has not been 
shown that air outside the jet manifold of Reed et al. between the relied-upon n wings" and a surface being 
cleaned and air from behind the relied-upon "rear wing" is entrained into water being sprayed from the 
nozzles onto the surface, thereby facilitating cleaning the surface with both the water and the air. as recited 
in Claim 32. 

The above observations have gone unrcbuttcd and, hence, an admission of their correctness properly 
can be presumed. In lieu of rebutting Appellant's trenchant analysis the examiner has resorted to illogic, 
specifically, by arguing that since the claims use the open-ended term "comprising", that gives him license 
to ignore explicit limitations and "consider" the element 656 of Reed et al. to include all elements up to the 
handle and thus to be the claimed "elongate hollow jet manifold". Note that regardless of the correctness 
of this last allegation* which is dealt with further below, the examiner continues to ignore the "Venturi" 
limitation. 



MI84.APP 



PAGE 6/17' RCVD AT 61212005 4:46:20 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-1/13 * DNIS:8729305 1 CSID:16193388078 ' DURATION (mnw$):0W8 



.FROM ROG I TZ 61 9 338 8078 



(THU)JUN 2 2005 1 3 : 48/ST. 1 3 : 46/No. 6833031 856 P 7 



CASE NO-: 1118.002 PATENT 
Serial No.: 09/901,155 Filed: July 10, 2001 

June 2, 2005 
Page 7 



The open-ended term "comprising" signals that the claimed invention must have the recited elements 
as a minimum, not that the claim includes structure that is explicitly outside the language of the claim. This 
is where the examiner's case falls apart. If the element 656 plus all the intervening structure up to the handle 
is to be considered to be the claimed manifold, then it is neither elongated nor hollow. The examiner can't 
have it both ways. Furthermore, if the element 656 plus all structure up to the handle is the manifold, how 
does that square with the claimed recitation of the wings, since under the examiner's reading neither element 
644 y 616 possibly could be considered to be the rear wing? 

Perhaps as importantly, just because the claim recitation is prefaced by "comprising" does not mean 
that the examiner is permitted to ignore MPEP §2111.01, requiring that claim terms be construed as broadly 
as one skilled in the art would construe them. Here, the reference itself belies the examiner's overly- 
expansive definition. It explicitly defines the element 656 as a "manifold", and indeed that is what the skilled 
artisan would describe it as. Nowhere does Reed et al. or the other references provide the slightest evidence 
of record that the skilled artisan would consider both the manifold 656 and all the other non-manifold stuff 
between it and the handle to be a "manifold \ Having failed to rebut the sole evidence of record that the 
element 656 of Reed et al. and only the element 656 and no intervening structure would be understood by 
the skilled artisan as being a "manifold*, the rejection falls. 



(b) 

Turning to the rejection of Claim 32 based on Briar, as now amended Claim 32 recites a unitary rear 
wing as shown in Figure 3 extending from the jet manifold rearwardly of the nozzles and terminating in a 
rear transverse edge without further structure rearwardlv of the rear transverse edge that is closer to the 
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ground during operation than the rear wing . In contrast in Briar the combination of structure that has been 
relied on as the "rear wing** (top wall 1 1 with base plate 24 for a wheel caster) is not unitary (the base plate 
24 is screwed to the front wall 12, col. 2, lines 38-40) and in any case the bristles 9 plainly are rearwardly 
of and closer to the ground during operation than the relied-upon "rear wing". 

* 

Moreover, owing to the above difference in structure it does not appear that Briar's relied-upon wings 
cooperate as recited in the last clause of Claim 32. In fact, the relied-upon structure cannot seem to so 
function, because intervening structure such as the bristles 9 and pipe 40 would appear to disrupt the 
cooperation of structure required by the claims. 

These observations again have gone unrebutted, apart from another attempted word game predicated 
on the above-deconstructed legal error regarding the word -comprising". Simply using the word 
"comprising" does not give the examiner license to engage in a word game that the evidence of record plainly 
shows that the skilled artisan would not engage in, Specifically, nothing on the record supports the implied 
contention in the rejection that the skilled artisan would regard "all elements rearward including elements 8 
and 9" as part of a "rear wing". Indeed, it strains credulity to argue that the skilled artisan would regard a 
brush with bristles to be a "wing" at all. 

Somewhat incredibly the examiner continues to allege that Appellant has failed to structurally define 
"rear wing". This allegation rises almost to the level of a bad faith legal position which, were it advanced 
in federal court, could expose an advocate to sanctions. The reason is clear. Quite the opposite of what the 
examiner alleges, Appellant has exhaustively and in detail defined the rear wing in Claim 32 to be 
"transversely elongated, unitary, extending from the jet manifold rearwardly of the nozzles and terminating 
in a rear transverse edge without further structure rearwardly of the rear transverse edge that is closer to the 
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ground during operation than the rear wing, with an air flow space being defined between the rear transverse 
edge and a surface beneath the device when the device is rollably engaged with the surface to clean the 
surface". 



Continuing the pattern of presenting arguments that could merit sanction in federal court, despite 
holding in the previous section that Briar teaches each and every element of Claims 32-36, in this section the 
examiner contradicts himself, admitting that it doesn't. Specifically, the examiner admits that Briar fails to 
teach the absence of structure rearwardly of the rear transverse edge that is closer to the ground than the rear 
wing. He nonetheless decides that it would have been obvious to remove the brush 8 with bristles 9 because, 
per the examiner, omitting an element and its function where the remaining elements perform the same 
functions involves only routine skill in the art, relying on In re Karl son. 

The examiner appears to be working from an outdated edition of the MPEP. The latest edition no 
longer cites Karl son » If the examiner wishes to cross swords on caselaw, here's a few cases from the most 
recent edition. Ex parte, Wu . cited at MPEP §2144.04(1I)(A) holds that omission of an element and its 
function is obvious if the function of the element is not desired. Nothing in Briar suggests that its brush is 
not desired - on the contrary , from the independent claims the brush is central to Briar. In re Larson is cited 
in the MPEP for the same proposition* In re Kuhle . a case much older than JjVu, j s cited but only for the 
proposition that deleting a switch in an electrical invention and thereby eliminating its function is an obvious 
expedient. This is an electrical case and to the extent it conflicts with the preponderance of the other two 
cases ched in the MPEP must be limited to its facts. 



(c) 
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Apart from the above-noted weakness in the prima facie case, to the extent that it is persisted in, the 
previously submitted declaration convincingly establishes secondary considerations of non-obviousness which 
overcome the prima facie case. Innovators who find new ways to conserve resources and protect the 
environment are supposed to be rewarded with limited monopolies, the point of the patent system, not 
penalized with intransigence. 



For reasons set forth above, none of the references teach or suggest either the particular structures 
claimed or the cooperation of structure between front and rear wings now recited in the independent claims. 

Furthermore, Nelson is directed to filtering water from a faucet spout, which filtering plainly is made 
necessary for drinking the water. But water in the primary references is not used for drinking, only for 
cleaning. Accordingly, there is insufficient reason to combine the filter of Nelson with the other references 
because Nelson requires the filter for reasons that are not present in the other references. 

Still fiirther, the filter of Nelson is in a water spout. Nelson has no handle. So why would one be 
motivated to put Nelson's filter in a handle that Nelson nowhere contemplates, and not in some other part 
of the references sought to be modified? 

Apart from the above-noted weakness in the prima facie case, to the extent that it is persisted in, the 
previously submitted declaration convincingly establishes secondary considerations of non-obviousness which 
overcome the prima facie case. 



<d) 



UI5-2.APP 



PAGE 10117 ' RCVD AT 6/2/20054:46:20 PM [Eastern DayOght time]* SVMSPTMFXRF-1/13 1 DNIS:8729306 ' CSIDM61933S8078 ' DURATION (mn>ss):M-08 



.FROM ROGITZ 619 338 8078 



(THU)JUN 2 2005 1 3 : 49/ST. 1 3 : 46/No. 6833031 856 P 11 



CASE NO.: 1118.002 
Serial No.: 09/901,155 
June 2, 2005 
Page 11 



PATENT 
Filed: July 10, 2001 



For reasons set forth above, none of the references teach or suggest either the particular structures 
claimed or the cooperation of structure between front and rear wings now recited in the independent claims. 
Also for reasons set forth above, there is no prior art suggestion to combine Nelson with either primary 
reference. 



Appropo the allegation that the amendments do not have support in the specification, the following 
analysis from the MPEP is presented. MPEP §2173,05(0 advises that negative limitations and exclusionary 
provisos must have support in the original disclosure. The mere absence of a positive recitation is not a basis 
for an exclusion. However, lack of a literal basis in the original disclosure for a negative limitation may not 
be sufficient to establish a prima facie case of lack of support, referring to MPEP §2163 etseq, for further 
guidance. 

Accordingly, a newly added negative limitation must be evaluated for support like any amendment, 
namely, by determining whether the skilled artisan would have recognized the Applicant to have possessed, 
at the time of filing the application, what was later claimed. For amended claims, MPEP §2163(IIX3)(b) 
advises that "the examiner has the burden of explaining why persons skilled in the art would not recognize 
in the original disclosure a description of the invention defined by the claims." The subject matter of a claim 
need not be described literally, MPEP §2163.02. 

With the above legal guidance in mind, Applicant notes that the present drawings clearly show the 
claimed manifold and handle without any intervening structure. This consequently is not a case of adding 
a limitation to the claims that was not previously shown or described, which would otherwise trigger the 
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requirement of showing why the invention had to possess the later-claimed feature. Rather, this is case of 
simply pointing out, with greater specificity, the structure that was clearly shown in the drawings as filed. 
It would seem highly unlikely that a successful explanation could be mustered as to why the skilled artisan 
would not have recognized Applicant's possession of the present claims, when the drawings show exactly 
what is now recited. 

* 

Furthermore, the higher threshold of showing the necessity of the newly added negative limitation, 
although not required in this case for the above reasons, nonetheless can be met by observing that the Venturi 
effect and concomitant water preservation features discussed on, e.g., page It) of the specification would be 
severely compromised by intervening structure, which would be expected to break up the Venturi effect, 
further underscoring Applicant's position that the skilled artisan would indeed have recognized that Applicant 
possessed the subject matter now claimed. 

The examiner attempts to transform the present specification's statement that the invention is limited 
only to the claims into a "teaching away" of the claimed invention. How can this be, when the part of the 
specification being relied on nowhere "teaches away" from anything, and when it in fact only recites 
hornbook law that, the claims, and only the claims, limit the invention? 
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Respectfully submitted, 





John if/Rogitz 
Registration No. 33,549 
Attorney of Record 
750 fi Street , Suite 3120 
San Diego, CA 92101 
Telephone: (619) 338-8075 
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APPENDIX A - APPEALED CLAIMS 

25. A cleaning device, comprising; 

an elongated handle; 

an elongated hollow jet manifold defining a transverse dimension generally perpendicular to 
the handle, the jet manifold being engaged with a lower end portion of the handle without intervening 
structure between the manifold and handle; 

plural nozzles spaced along the jet manifold for spraying water directed into the jet manifold 
onto a surface; 

a flat forward wing extending from the jet manifold above and forwardly of the nozzles such 
that water from the nozzles can spray beyond the forward wing during operation, the forward wing 
being elongated in the transverse dimension; 

a flat rear wing elongated in the transverse dimension and having a front transverse edge 
engaged with the jet manifold, the rear wing extending rearwardly of the nozzles and terminating in 
a rear transverse edge, the forward wing being slanted with respect to the rear wing, the rear wing 
being substantially parallel to the ground when the device is being used to spray the ground, an air 
flow space being defined between the rear transverse edge and a surface beneath the device when the 
device is rollably engaged with the surface to clean the surface; and 

at least one wheel on the device to rollably engage the surface, wherein 

the wings cooperate to establish a Venturi effect when water is sprayed onto the 

surface through the nozzles, wherein air outside the jet manifold below the wings is entrained 

into water being sprayed from the nozzles onto the surface, thereby facilitating cleaning the 

surface with both the water and the air. 

26* The device of Claim 25, wherein the forward wing extends down from the horizontal in a longitudinal 
dimension that is perpendicular to the transverse dimension when the device is oriented to clean a surface 
beneath the device. 

27. The device of Claim 25, wherein the handle is hollow and defines a fluid passageway communicating 
with the jet manifold, the handle including a water connector connectable to a source of water for directing 
water through the handle, jet manifold, and nozzles. 

28. The device of Claim 27, further comprising a valve on the handle and manipulate to block the fluid 
passageway. 

29. The device of Claim 25, wherein water flow onto the surface is no more than three gallons per minute 
at a water source pressure of up to eighty pounds per square inch, 

30. The device of Claim 27, comprising a filter disposed in the fluid passageway of the handle. 

31. The device of Claim 30, wherein said Alter is fhisto-conical shaped. 
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32. A cleaning device, comprising: 

an elongated handle; 

an elongated hollow jet manifold generally perpendicular to the handle, the jet manifold being 
fixedly engaged with a lower end portion of the handle; 

plural nozzles on the jet manifold for spraying water directed into the jet manifold onto a 

surface; 

a flat transversely elongated forward wing extending from the jet manifold forwardly of the 

nozzles; 

a transversely elongated unitary rear wing extending from the jet manifold rearwardly of the 
nozzles and terminating in a rear transverse edge without further structure rearwardly of the rear 
transverse edge that is closer to the ground during operation than the rear wing, an air flow space 
being defined between the rear transverse edge and a surface beneath the device when the device is 
rollably engaged with the surface to clean the surface; 

at least one wheel engaged with the device to rollably engage the surface, wherein 

the wings cooperate with each other such that air outside the jet manifold between 

the wings and a surface being cleaned and air from behind the rear wing is entrained into 

water being sprayed from the nozzles onto the surface, thereby facilitating cleaning the 

surface with both the water and the air. 

33. The device of Claim 32, wherein the forward wing extends down from the horizontal in a longitudinal 
dimension when the device is oriented to clean a surface beneath the device. 

34. The device of Claim 32, wherein the handle is hollow and defines a fluid passageway communicating 
with the jet manifold, the handle including a water connector connectable to a source of water for directing 
water through the handle, jet manifold, and nozzles. 

35. The device of Claim 34, further comprising a valve on the handle and manipulable to block the fluid 
passageway. 

36. The device of Claim 32, wherein water flow onto the surface is no more than three gallons per minute 
at a water source pressure of up to eighty pounds per square inch. 

37. The device of Claim 34, comprising a filter disposed in the fluid passageway of the handle. 

38. The device of Claim 37, wherein said filter is frustoconical shaped* 
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None (this sheet made necessary by 69 Fed. Reg. 155 (August 2004), page 49978.) 
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